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THE MAILING DATE OF THIS COMMUNICATION. ~ 
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Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E| This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 213 
Disposition of Claims 1 

4) ^ Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-14 is/are rejected. 

7) D Claim(s) - is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 !)□ The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "large particle" in Iinej2 and 5, and "other particles" 
in line 6. It is unclear whether or not the "large particle" and "other particles" are the 
same or different. 

Claim 9, line 4, recites the limitation "other layers." It is unclear to what "other 
layers" is referring. For example, is there a different layer claimed in claim 9? 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
States 00 m ° re tha " °" e y6ar Pri ° r *° the date ° f a PP ,ication for P at ent in the United 

Claims 1-14 are rejected under 35 U.S.C. 102(b) as being anticipated by Burger 
etal., 4,904,581. 
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Burger et al. disclose a process comprising : incubating a sample with at least 
one set of large-capturing particles (see column 10, lines 17-27, and lines 37-44, and 
column 14, lines 25- line 32) each of which are able to specifically bind/capture a large 
number of molecules, cells or other particles contained in the sample (see column 10, 
lines 25-36, and column 14, lines 31-47); analyzing the large-capturing particles 
containing specifically bound molecules, cells or other particles (see column 1 1 , lines 1- 
5, and column 14, lines 21-23); sorting the large-capturing particles containing 
specifically bound molecules, cells or other particles (see column 1 1 , lines 1-5.) 

As to claim 2, said large-capturing particles may be of different sizes, materials, 
densities, and/or shapes, (see column 10, lines 19-25.) 

As to claim 3, different types of molecules, cells or other particles can be bound 
to the large-capturing particles (see column 10, lines 19-25, and line 59 - column 11, 
line 5.) 

As to claim 4, the large-capturing particles are covered with or bound to specific 
antibodies, parts of antibodies, oligonucleotides or other types of probes specific for the 
binding of the molecules, cells and other particles of interest (see column 10, line 59 - 
column 11, line 5.) 

As to claim 5, the sample is simultaneously or sequentially incubated with two or 
more different sets of large-capturing particles for the isolation/depletion of two or more 
different types of molecules, cells or other particles from the sample (see column 5, 
lines 34-53, and column 16, lines 25-46.) 
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As to claim 6, each set of large-capturing particles can specifically bind one, two 
or more different types of molecules, cells or other particles from the sample (see 
column 10, lines 59-68.) 

As to claim 7, the incubation of the sample with the large-capturing particles is 
performed by: (A) directly mixing the large-capturing particles with the sample (see 
column 8, lines 44-47); (B) passing the sample through a chamber containing the large- 
capturing particles (see column 9, line 62 - column 10, line 7, and column 10, line 59 - 
column 1 1 , line 23); or (C) passing the large-capturing particles through the sample (see 
column 9, line 62 - column 10, line 7, and column 10, line 59 - column 11, line 23.) 

As to claim 8, the distinction between the large-capturing particles bound to the 
molecules, cells or other sample particles is based on their scatter, fluorescence or both 
(see column 11, lines, 23-25.) 

As to claim 9, the large-capturing particles bound to molecules, cells or other 
sample particles are sorted into Petri dishes, microtiter plates or other layers (see 
column 10, lines 29-31. 

As to claim 10, different sample volumes and amounts of large-capturing 
particles can be used in combination, (see column 10, lines 59-63.) 

As to claim 1 1 , the molecules, cells or other sample particles of interest are 
detached from the large-capturing particles after they are sorted (see column 1 1 , lines 
1-5.) 

As to claim 12, the molecules are DNA, mRNA, proteins, or peptides (see column 
14, lines 41-43.) 
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As to claim 13, the other particles are chromosomes, mitochondria, zymogen 
granules or cell membranes (see column 4, lines 32-34.) 

As to claim 14, the large particle is latex or polystyrene (see column 10, lines 37- 

44.) 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Allen et al., 5,488,567, discloses a method for detecitng the 
presence of analyte particles using fluorescent labels. Elings et al., 4,421 ,860, 
discloses a method of using carrier particles and fluorescently-tagged reactant attached 
to the carrier particle. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ann Y. Lam whose telephone number is (703) 306- 
5560. The examiner can normally be reached on M-Sat 1 1-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long V. Le can be reached on (703)305-3399. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)308- 
0196. 




